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1 . A request for continued examination under 37 CFR 1.114 was filed in this application 
after appeal to the Board of Patent Appeals and Interferences, but prior to a decision on the 
appeal. Since this application is eligible for continued examination under 37 CFR 1.114 and the 
fee set forth in 37 CFR 1 .17(e) has been timely paid, the appeal has been withdrawn pursuant to 
37 CFR 1.114 and prosecution in this application has been reopened pursuant to 37 CFR 1.114. 
Applicant's submission filed on May 19, 2010 has been entered. 

2. Claims 46-53 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Applicants' independent claim 46 is drawn to a process that consists of distilling 
diphenylmethane diisocyanate monomer from a combination consisting essentially of a 
polyurethane prepolymer product mixture and at least one inert solvent. With this in mind, 
applicants' claims are indefinite, because it is unclear that the "consists of language closes the 
claims to the inclusion of additional elements and process steps, in view of the subsequent 
"consisting essentially of language and the "comprises" and "comprising" language set forth 
within claims 46 and 51-53. The use of this "open" claim language subsequent to the use of the 
"closed" claim language creates confusion and ambiguity as to what function the "closed" 
language performs and what limitations are within the scope of the claims. 

Furthermore, with respect to claim 47, the language, "the diol", lacks antecedent basis. 

Lastly, it is unclear if the pressure limitation of claim 46 pertains to the step of distilling 
or the boiling point property. If the former is the case, then it is questioned where support exists 
for the limitation. 
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3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 34-44 are rejected under 35 U.S.C. 102(b) as being anticipated by Rosenberg et 
al. ('193). 

Patentees disclose the removal of isocyanate monomers from isocyanate prepolymers, 
wherein solvents, which have boiling point properties that meet those of applicants' solvents, are 
added to the prepolymer reaction components at the start of or during prepolymer synthesis. The 
resulting solvent containing prepolymers are then subjected to distillation to obtain products 
having reduced levels of isocyanate monomers. Furthermore, the reference discloses that MDI is 
a suitable diisocyanate for the process. See abstract and columns 2-6, especially column 6, lines 
13+. Furthermore, applicants' claimed polyols are met by the disclosure at column 4, line 40 
through column 5, line 30. The use of two or more distillation units in series is disclosed at 
column 2, lines 51 and 52. 

5. Applicants have argued that the instant claims are drawn only to the distillation of a 
mixture which consists only of the identified inert solvent, the products and by-products formed 
when MDI is reacted with a polyol, any left over starting materials of the reaction, and small 
quantities of materials that do not effect the basic and novel characteristics of the invention; 
applicants further state that there are no higher boiling solvents in the combination that is subject 
to distillation. In response, the examiner disagrees that the claims are limited as argued. Firstly, 
the claimed polyurethane prepolymer product mixture, itself, may contain the argued higher 
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boiling point solvent, because there is no language that definitively excludes such a component 
from the polyurethane prepolymer product mixture, and it is noted that the reference clearly 
states that the solvent components may be present at the start of prepolymer formation; therefore, 
the reference discloses a polyurethane prepolymer product mixture that may contain the argued 
higher boiling point solvent. The "consisting essentially of language does not serve to limit the 
content of the "polyurethane prepolymer product mixture" in any way. Secondly, through 
applicants' use of "only" within their remarks, it appears that applicants have equated the 
meanings of "consisting of and "consisting essentially of; however, the two transitional 
phrases are not equivalent. "Consisting essentially of limits the scope of a claim to the 
specified materials or steps and those that do not materially affect the basic and novel 
characteristics of the claimed invention. In re Herz, 537 F.2d 549, 551-52, 190 USPQ 461, 463 
(CCPA 1976). The quantity, referring to applicants' argued "small quantities", is not in and of 
itself relevant to the issue. Furthermore, there is nothing on the record that establishes that the 
argued higher boiling point solvent is excluded by the language, since there is nothing on the 
record that establishes that the presence of the argued higher boiling point solvent would 
materially affect the basic and novel characteristics of the claimed invention. In fact, the 
position is taken that the presence of the argued solvent would not materially affect the 
invention, since the objectives and results of the instant invention and the reference are fully 
comparable, if not the same. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 
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